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REMARKS 

Claims 1, 2, 4, 6. 8-11, 12, 15, 17, 19. 21-25. 28, 30, 32. and 34-46 are now pending in 
this application. Claims 1, 4, 12, 15, 25, and 28 are independent. Claims 1, 2, 4. 6. 8-11, 12, 15, 
17, 19, 21-25, 28, 30, 32, and 34-37 have been amended; claims 38-46 have been added; and 
claims 3, 5. 7, 13, 14, 16, 18, 20, 26, 27. 29, 31, and 33 have been canceled by this amendment. 
No new matter is involved with any claim amendment or new claim. 

Request for Supplemental *^Ncitice of References Citcd^^ 

Applicant notes that the cited and applied refeirace to Cheng et al. (believed to be US 
6,781 ,392) has not been cited in an IDS or m the Notice of References Cited (PTO-892) supplied 
with die Official Action dated October 5, 2004. In addition, the full patent number of Cheng et al. 
was not provided in the statement of the rejection, thus necessitating a search of the USPTO Patent 
Database by class and inventor name. 

It appears thiit US 6,781392 is the conect patent number for Cheng et al., but confiraiation 
by receipt of a Supplemental "Notice of References Cited" would be appreciated for clarity, and to 
ensure that this reference appears on the face of any patent which might issue from this application. 

Amendments to the Specification 

Various am<aidments to the Specification have been made to correct minor grammatical 
and element numbering errors, and to ensure that the Specification more closely camelates to the 
Drawing Figures. ITiese amended descriptions can be easily perceived with reference to FIG. 1, 
so that the amendment of the Specification does not introduce any new matter. 

Also, the TITLE OF THE INVENTION has been changed to more clearly reflect the 
subject matter of A]pplicant*s disclosiue. 
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Amendmepte to the Drawings 

Figure i has been amended (by Replacement Sheet) to include reference nmnber "23" for 
completeness* 

No new maii»r is involved with the Drawing amendment. Entry of the Replacement 
Drawing Sheet is rec^uested. 

A paper version of the Replacement Drawing Sheet is being separately provided. 

AnticiDation Rejection over Chee 

Withdrawal of the rejection of claims 1, 3. 5, and 1 1 under 35 U.S.C. §102(b) as being 
anticipated by Chee (US 6.084,420) (henceforth " '420'') is requested. Claims 3 and 5 have been 
canceled, thus rendering their rejection moot. Dependent claim 1 1 now depends from amended 
independent claim 4. 

Applicant ni:>te$ that anticipation requires the disclosure, in a prior ait reference, of each 
and every limitation as set forth in the claims.' There must be no difference between the claimed 
invention and reference disclosure for an anticipation rejection under 35 U.S.C. §102. To 
properly anticipate a claim, the reference must teach every element of the claim. *'A claim is 
anticipated only if Ciach and every element as set forth in the claim is found, either expressly or 
inherently described, in a single prior art reference^'/ *The identical invention must be shown in 
as complete detail 2is is contained in the ,..clainL"^ In determining anticipation, no claim 
limitation may be ij^ored.^ 

At least witli lespect to independ^t claims 1 and 4, and dependent claim 11, as amended, 
the applied art does not meet the requirements for anticipation set fordi above. 

' Titanium Metab Corp, v. Banner, 021 USPQ 773 (Fed. Cir. 1 985). 

^ ScHpps Clbiic and Research Foundation v. Genentech Inc.. 18 USPQ2d 1001 (Fed. Cir, 1991). 
^ 5tfeMPEPS213t. 

* Verdegaal Bros, v. Union Oil Co^ of Calif,, 2 USPQ2d 1051, 1053 (Fed. Cir. 1987). 
^ Richardson v. Suzuki Motor Co.. 9 USPQ2d 1913, 1920 (Fted. Cir. 1989). 

* Pac-Tex, Inc. v. Amerace Corp., 14 USPQ2d 187 (Fed. Cir. 1990). 
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With respect to independent Claim 1, the probe device for electrically testing an 
integrated circuit device recites, among other features, at least one sumorter posjUoned inside 
the openine afthe insuladve bod^. wherein the supporter comp rises a helical spnne with d 
spiral coil ext endinw substandallv in a same plane. 

On the contrary, the '420 patent discloses a probe assembly comprising a supporter (32, 
34, 36) that certainly is not a helical spring. The '420 patent fails to disclose at least one helical 
spring with a spiral coil ex tending substantMlv in a same plane, such helical sprhig being an 
explicit limitation of independ^ claim 1. 

By way of further explanation, when probe 26 deviates from the center of the supporter 
20, the lateral elasticity of the spiral coil 23 will push the probe 26 back to central position 
automatically, i-e„ ?ipiral coil 23 can limit and restrict the probe 26 to move in a substantially 
vertical direction to avoid the problems caused by lateral movement of the probe as. in the 
disclosed conventicnal approaches. 

In addition^ the '993 patent, discussed below with respect to the unpatentability rejection 
of claim 4, from which claim 1 1 now depends, fails to disclose the recited at least one helical 
spring with a spiral coU extending substantially in a sam e plane. 

In contrast, the '993 patent discloses a helical spring with a cvUndrical c oil extending 
alontf the axial din^ction , which does not possess lateral elaf^ticity to push probe back to the 
central position automatically when the probe deviates from the center of the suppoiter» although 
it can return the probe to its vertical rest position (not lateral position) after the measurement 
operation. 

In summar>, the helical spring with a spring coil extending substantially in a same plane 
possesses a self-centering capability according to the present application, while the helical spring 
disclosed in *993 psitent does not possess such self-centering capability. 
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Accordingly, since the applied art does not disclose all the features recited in claims 1 
and 11, withdrawal of the anticipation rejection and allowance of these claims are respectfully 
requested. 

Unnatentabl Htv Rejection over Chec in View of Harding 

Withdrawal of the rejection of claims 2, 4, and 6-10 under 35 U.S.C. §103(a) as bcmg 
unpatentable over Chee '420 in view of Harding (US 5,208,993) (henceforth '993") is requested* 

Claim 2 depends from allowable claim L Claim 4 has been amended into independent 
form, and includes additional non-obvious limitations therein; claims 6 and 8-1 1 have been 
amended to depend from claim 4; and claim 7 has been canceled. 

At the outset. Applicant notes that, to establish a prima facie case of obviousness, three 
basic criteria must be met. First, there must be some suggestion or motivation, cither in the 
references themselves or in the knowledge generally available to one of ordinary skill in the art, 
to modify the reference or to combine reference teachings. Second, there must be a reasonable 
expectation of success. Finally, ihe prior art reference must teach or suggest all the claim 
limitations^ Further, the teaching or suggestion to make the claimed combination and the 
reasonable expectation of success must both be found in the prior art, not in applicant's 
disclosure.^ 

An essentia] evidentiary component of an obviousness rejection is a teaching or 
suggestion or motivation to combine the prior art references.^ Combining prior art references 
without evidence of a suggestion, teaching or motivation simply takes the inventors' disclosure 
as a blueprint for piecing together the prior art to defeat patentability - the essence of hindsight J ° 

'There are three possible sources for a motivation to combine references: the nature of 
the problem to be siDlved, the teachings of the prior art, and the knowledge of persons of ordinary 

S^^MPEP§2143. 

^ Jn re Vaeck, 947 F.2cl 488, 20 USPQ2d 1438 (Fed. Cir. J 991 ) and See MPEP §2143, 
* CR. Bard, Inc. v. iWJ' Systems, Inc., 48 USPQ2d 1225 (Fed. Cir. 1998) 
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skUl in the art"" Further wjih regard to the level of skill of practitioners in the art, there is 
nothing in the statutiss or the case law which jnakes *that which i$ within the capabilities of one 
skilled in the an" synonymous with obviousness.^^ Tlic level of skill in the art cannot be relied 
Upon to provide the suggestion to combine references. 

As discussed, above, neither die *420 or *993 patents teach or suggest all the limitations of 
indepradent claim 1 » from which claim 2 depends. Claim 2 is submitted as being aUowable at 
least on that basis> v.^vthout further recourse to die additional patentable limitations contained 
dierein. 

Further widi respect to claim 2, die '993 patent discloses two helical sorin£s positioned in 
series, and the '420 patent only discloses one supporter, i.e., both the '420 patent and '993 
patents fail to disclose two supporters positioned substantiattv in pa raUeL as recited. In 
addition, larger probe contact force is achieved by arranging supporters in parallel while the 
dimension of die probe device can keep the same according to the present invention. On die 
contrary, larger probe contact force is achieved by increasing the diidcness of the cylindrical coil 
of the helical spring, which may increase the overall dimension of the probe device according to 
die disclosure of '993 patent 

With respca to mdependoit claim 4, the claimed probe device for electrically testing an 
integrated circuit device comprises at least one supporter positioned inriag the at least one 
openine of the insulative body , wherein the supporter comprises a pluralHv of beams positimed 
in a radial manner and at least one fine connecting the beams . 

In contrast, i^e probe assembly disclosed in FIGS. 1 and 2 of die '420 patent does not 
show a corresponding opening inside of the ceramic substrate (18), and a corresponding ring 
connecting die beams. Particularly, the supporter (32, 34, 36) is positioned on the surface o f the 
ceramic substrate (ISA rather than inside a correspondins opening in the ceramic substrate 



Interconnect Planning Corp, v. Feil. 221 USPQ 543 (Fed. Cir. 1985) 

See MPEP §2 J 43,0 U citing In re RouffeU 149 F.3d. 1350, 1357. 47 USPQ2d 1453, 1457-8 (Fed, Cir. 1998). 

Ex pane Gerlach and V/oemer, 212 USPQ 47 1 (PTO Bd. App. 1980). 

5ec MPEP §2143.01, citing yiWif^ Carp. v. V5//rt/7/w.,50USPQ2d 1 161 (Fed. Cir. 1999). 
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(181 Further, the cylindrical housing (12) disclosed in FIG- 1 of '993 patent connects three 
rollers (16) at the outer end, and therefore the cylindrical housing (12) should be regarded as a 
corresponding insutxUive bo^y J*aiher than a corresponding ring as claimed. 

Consequently, both the '420 and *993 patents fail to disclose a corresponding ring 
connecting the beams, as disclosed and claimed in the present application. 

Furthermore, there is no teaching, suggestion or motivation to incorporate the '993 and 
*420 patents as mentioned above. In particular, the present application and claims are directed to 
electrical testing of the integrated circuit device with very small pattems such as signal pads, and 
the integrated circuit device and the probe device with substantially the same small pattems are 
fabricated by semiconductor fabrication technology or roicrofabrication technology. However, 
the semiconductor fabrication technology and microfabrication technology can only fabricate 
planar patterns such as the recited helical spring with a spkal coil extending substantially in the 
same plane. 

In contrast a helical spring with a cylindrical coil extending along the axial direction 
disclosed in the *993 patent certainly cannot be fabricated by using either the semiconductor 
fabrication technology or the micro-fabrication technology. In other words, there is no teaching, 
suggestion or motivation to incorporate the teachings of the *993 and *420 patents as suggested, 
and therefore the present application is submitted as being non-obvious in view of the suggested 
combination of the *420 and '993 patents. 

Accordingly, independent claim 4 is submitted as being non-obvious in view of the '420 
and '993 patents, and allowance of claim 4 is. therefore, respectfully requested* 

Dependent claims 6 and 8-11 are submitted as being allowable at least on the basis of 
allowable independent claim 4, from whidi these claims depend, without further recourse to the 
patentable features recited therein. 

For example, and with respect to dependent claims 6 and 8-10. the supporter is positioned 

inside a polygon-shaped opening, such as a triangular, quadrangular* or hexagonal opening, in 
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the insulative body, as variously claimed. In contrast, *420 patent discloses a supporter (32, 34, 
36) positioned on the surface of the ceramit mbsirate (1 8. ) rather than inside a corresoondine 
openinp in the ceramic substrate (18). 

Accordingly, reconsideration and allowance of claims 6 and 8-10 arc, therefore, 
respectfully requestcid. 

Unpatentability Reiection over Cheng et al. in View of Chee 

Withdrawal of the rejection of claims 12, 14, 16, 18-25, 27, 29, and 31-37 under 35 
U.S.C, § 103(a) as buing unpatentable over Cheng et al. (believed to be US 6,781,392) 
(henceforth *392") in view of Chee *420 is requested. 

The legal requirements for unpatentability have been set forth above. 

Claims 14, 16, 18, 20, 27, 29, and 31 have been canceled, dius rendering their rejection 

moot. 

Claims 19, 21 ♦ 22, 23, and 24 have been amended lo now depend from daim 15, now 
drafted in independ<mt form, and which includes additional non-obvious limitations therein. 

Claims 32 and 34-37 have been amended to now depend from claim 28, now drafted in 
independent form, and which includes additional non-obvious limitations tfaerem. 

As for independent claim 12, the claimed probe card for electrically testing an integrated 
circuit device comprises a probe device having at least one supvorU r positioned inside the ai 
least one openins of the insulative body, wherein t he supporter comprises a helical soring with 
a spiral coil extending substantially in a same plane. 

On the conti*ary, *420 patent discloses a probe assembly comprising a supporter (32, 34, 
36) that certainly is not helical spring; the '993 patent discloses a touch probe comprising two 
helical springs with a cylindrical coil extending along the axial direction, and the *392 patent 
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discloses a probe caid comprising a circuit board, an interface board and a probe head In other 
words. *420 patent, '993 patent and *392 patent all fail to teach or suggest a probe device having 
at least one helical spring v^th a spiral coil e xtending substantudh in a same obum. Bs recited. 

In addition, there is no teaching, suggestion or motivation to incorporate '993 patent and 
'420 patent as mentioned above, and therefore the present application is submitted as being non- 
obvious in view of the Examiner*$ suggested combination of the *420 patent, *993 patent and 
'392 patent. 

Similar arguments as above hold with respect to independent claim 25, i.e., the *420 
patent, *993 patent and '392 patwit all fail to teach or suggest a probe device having at least one 
helical spring with a spiral coil extendina substantiaU v in a same ntane. as recited. 

Accordingly; reconsideration and allowance of independent claims 12 and 25 arc 
respectively requested. 

Unpatentability Rejection over Cheng et aL in View o f Chee and Harding 

Withdrawal ofthe rejection of claims 13» 15, 17, 26, 28, and 30 under 35 U.S.C § 103(a) 
as being unpatentable over Cheng et al. '392 in view of Chee '420 and Harding *993 is requested. 

The legal requirements for unpatentability have been set forth above. 

Claims 13 and 26 have been canceled, thus rendering iheur rejection moot. 

Claims 15 and 28 have been drafted in independent foim, and each include additional 
non-obvious limitations therein. 

Claims ]7» 19, and 21-24 now depend from independent claim 15; and claims 30, 32 and 
34-37 now depend from independent claim 28* 

With respect to independent claims 15 and 28, the claimed probe card for electrically 

testing an integrated circuit device comprises a probe device having at least on e supporier 
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nmddon^d inside the at least one menine afihe msulati ve body, wherein the stmporter 
comprises a nluramv of beams positioned in a ra dial manner and ai least one rine connecdm 
the beams . 

In contrast, the probe assembly disclosed in FIGS. 1 and 2 of '420 patent does not tcadi or 
suggest a corresponding opening inside of the ceramic substrate (18), and a corresponding ring 
connecting the beams according to the present invention. Particularly, the supporter (32, 34, 36) 
is positioned on the surface of the ceramic substrate (18) rathe r than inside a eorrespondine 
onenins in the ceramic substrate (18) . Further* the cylindrical housing (12) disclosed in FIG, 1 
of ^993 patent connects three rollers (16) at the outer end, and therefore the cylindrical housing 
(12) should be consiiued as a corresponding insulativc body, ratiier than a coirespcnding ring of 
the recited invention. 

The '392 patent discloses a probe card comprising a circuit board, an interface board and 
a probe head. However, '420 patent, '993 patent and 392 patent all fail to teach ot surest a 
probe device having at least one supporter positioned inside the a t least one onenine of the 
insulative body, wherein the suppor ter camnrises a Dluralitv af beams ooskioned in a radial 
manner and at least one rine connecting th e beams, as recited* 

In addition, there is no teaching, suggestion or motivation to incorporate the teachings of 
the '993 patent and '420 patent as suggested by the Examiner and, therefore* independent claims 
15 and 28 are submitted as being non-obvious in view of the '420 patent* '993 patent and '392 
patent 

Accordingly, reconsideration and allowance of independent claims 15 and 28 are 
respectfully requested. 

Furthermore, as dependent claims 17, 19, 21-24, 30, 32* and 34-37 now variously depend 
from allowable independent claims 15 and 28, allowance of these claims is also requested 
without further recourse to the patentable limitations contained therein. 

25 



PAGE 2«3rRCVDAT1/5/20056:50:38PM [Eastern Standv^ 



JPN-05-2005 18:59 CONNOLLY BOUE LODGE &HUTZ 202 293 6229 P. 29/31 

Application No-: 10/709.723 Docket No,: 22171-00016-USl 

As for claims 17, 19* 21, 30, 32. and 34, the supporter of the probe device is variously 
recited as being positioned inside a polygon-shaped opening, such as triangular, quadrangular, 
and hexagonal opening, in the insulative body. In contrast, the '420 patent discloses a supporter 
(32, 34, 36) positioned on the surface of the ceram ic substrate ns\ rather than inside a 
corresDondine opening in the ceramic substrate (18) . 

The applied art, taken alone or in combination, docs not teach or suggest the variously 
recited Ihnitations of these dependent claims. Accordingly, reconsideration and allowance of claims 
17, 19, 21-24, 30, 32, and 34-37 are respectfully requested. 

New Oaims 

New dependent claims 38-46 have been drafted to avoid the applied art, and to recite 
additional features of the daimed invention, as previously presented in various canceled dependent 
claims. 

Claim 38 dqpends from allowable independent claim 1; claims 39-40 depend firom 
allowable independcait claim 4; claim 41 depends from allowable independent claim 12; claims 42- 
43 depend from allowable independent claim 15; claim 44 depends from allowable independent 
claim 25; and claims 45-46 depend from allowable independent claim 28, 

By way of example, the two helical springs disclosed in '993 patent are positioned in series. 
The *420 patent only discloses one supporter, and 392 patent does not disclose the detailed 
structure of the probe head, i.e., '420 patent, *993 patent and '392 patent all fail to disclose two 
supporters positioned substantially in parallel , as recited in each of new claims 40, 41, 43, 44, 
and 46. 

Consideration and allowance of claims 38-46 are respectfully requested. 
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Conclusion 



In view of the above amendment and remarks* Applicant believes that each of pending 
claims 1. 2, 4, 6, 8-1 1. 12, 15, 17, 19, 21-25, 28. 30. 32, and 34-46 in this application is in 
immediate condition for allowance. 

In the event t;he Examiner believes that an interview would be helpful in resolving any 
outstanding issues in this case, the undersigned attorney is available at the telephone number 
indicated below. 

Applicant believes no fee is diie with this response- However, if a fee is due, please 
charge CBLH Deposit Account No. 22-0185, under CWer No. 22171-00016-USl. from which 
the undersigned is authorized to draw. 




Registration No«; 44«163 
CONNOLLY BOVE LODGE & HUTZ LLP 
1990 M Street, N.W., Suite 800 
Washington, DC 20036-3425 
(202) 331-7111 
(202) 293-6229 (Fax) 
Attorney for Applicant 



Attachment: Replacement Drawing Sheet (FIG. 1) 
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